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Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION 1 ( } 

■ a^S^ .nnoeven,. h oweve r , m a y a re p, ybetime , yfi ,e d 

Status 

1 M Responsive to communication(s) filed on 31 October 2001 . 
2a)Q This action is FINAL. 2b)D This action is non-final. 

3) D ?iL n °V hiS appli ^ ation is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 21 3 
Disp sit ion of Claims ' 

4) ^ Claim(s) U\B is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) ^ Claim(s) U18 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)^AII b)D Some*c)Q None of: 

1 . □ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. ^ Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (PCT Rule 1 7.2(a)) 

* See the attached detailed Office action for a list of the certified copies not received 



14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 
3) □ information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5 ) Q Notice of Wonnal Patent Application (PTO-152) 

6) BJ Other: StS^ . (Js> Y>, f^-^^ 
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Application/Control Number: 09/763,293 Page 2 

Art Unit: 1646 ■ 

Sequence Rules 

This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR 1 .821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 CFR 1.821 through 1.825 for the 
reason(s) set forth on the attached Notice To Comply With Requirements For Patent 
Applications Containing Nucleotide Sequence And/Or Amino Acid Sequence Disclosures. 
Applicant must comply with the requirements of the sequence rules (37 CFR 1.821 - 1.825) 
before the application can be examined under 35 U.S.C. §§ 131 and 132. 

Applicant is given ONE MONTH from the mailing date of this communication within 
which to comply with the sequence rules, 37 CFR 1.821 - 1.825. Failure to comply with these 
requirements will result in ABANDONMENT of the application under 37 CFR 1.821(g). 
Extensions of time may be obtained by filing a petition accompanied by the extension fee under 
the provisions of 37 CFR 1 . 1 36(a). Direct the reply to the undersigned. Applicant is requested 
to return a copy of the attached Notice to Comply with the reply. 

In the instant case, claims recite up to 46 synthetic peptides and their corresponding 
derivatives which have not been identified by SEQ ID Nos. Applicants are required to recite 
them as SEQ ID Nos. that would correspond to the SEQ ID Nos. in the CRF and elect one single 
synthetic peptide for examination with respect to claims 1-18. Additionally, it has been noted 
that paper copy of the CRF contains 39 SEQ ID Nos. while claims recite up to 46 peptides. 
Ap plicant is required to clarif y if this i s appropriate 
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Art Unit: 1646 

Restriction/Election 

This application is a 371 of PCT/IL99/00448 (8/19/1999). For applications filed under 
371, PCT Rules for lack of unity apply. 
Election of Species: 

This application contains claims directed to synthetic anti-inflammatory peptides derived 
from IL-12, their compositions, and their use for treatment of inflammatory disorders. Further, 
each of the claims is directed to compositions, and methods of use of several such synthetic 
peptides. For purposes of examination, the applicants are required to elect one such synthetic IL- 
12 peptide, because use of each of the peEtidesispate^_<Kstinc^^ would pose undue 
search burden for the Examiner and to the Office in order to examine the several peptides that 
the instant claims encompass. 

Also, claim 17 is directed to the following patentably distinct species of the claimed 
invention: 'a use of or 'a method of treating inflammatory disorders require election of species 
between the different types of autoimmune diseases, selected from rheumatoid arthritis, diabetes 
type I, multiple sclerosis, systemic lupus erythematosus, uveitis, bowel inflammation and 
Crohn's diseases. 

Applicant is required to elect a single disclosed species for prosecution on the merits to 
which the claims shall be restricted if no generic claim is finally held to be allowable. 

Applicant is advised that a reply to this requirement must include an identification of the 

species that is elected consonant with this requirement, and a listing of all claims readable 

thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 
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Art Unit: 1646 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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Sarada Prasad, Ph.D 
Examiner 
Art Unit 1646 
August 6 th , 2002. 




fONNE EYLER, PH.D 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1600 



Notice to Comply 



Application N 



Examiner 

Sarada Prasad 



Applicant(s) 



Art Unit 
1646 



NOTICE TO COMPLY WITH REQ UIREMENTS FOR PATENT APPLICATIONS 

5sS^ SEQUENCE AND/OR AMINO ACID SEQUENCE 

D 37 C?r! S?"™ ^ ' n C ° mpUter readallle ^ tas not s '" bm « ^ required by 
□ 7. Other: 

Applicant Must Provide: 

El An initial or substitute computer readable form (CRF) copy of the "Sequence Listing". 
^SSi^ C0PV ° f ^ " SeqU6nCe LiStin9 " 38 we » as an -"-man. directing its entry 



FpjLquMtipns_regardingxomplianGe4o-theserequiremen^ 



U.S. Patent and Trademark Office 



For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
Patentln Software Program Support 

Technical Assistance 703-287-0200 

To Purchase Patentln Software 703-306-2600 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR REPLY 



Part of Paper No. 



